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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1 and 3 is rejected under 35 U.S.C. 102(e) as being anticipated by 
Nonami, U.S. Patent No. 6647258. 

Regarding claim 1, Nonami discloses a method for storing a message for use in a one- 
touch call operation using a mobile terminal (see abstract), comprising the steps of: selecting a 
one-touch call menu command of the mobile terminal (i.e., P key serving as one-touch dialing 
key) (see fig. 20, col. 6, line 1); determining a button to be used for the one-touch call operation 
(Nonami discloses that the P key serves as one-touch dialing key for an instant originating of call 
to already registered phone numbers) (see col. 6, lines 1-4); entering a message to be transmitted 
to a counterpart mobile terminal when performing the one-touch call operation (i.e., the control 
section selects "call office at xx:xx" from the fixed message upon an operation of the END key. 
The control section then inputs "03:00" to "xx:xx" by an operation of the numeral keys in the 
operation section. Thus, the inputting represents the step of entering a message to be transmitted) 
(see col. 6, lines 41-52); and storing the message (i.e., a message memory for temporarily storing 
transmitting messages) (see col. 5, lines 54-55). 
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Regarding claim 3, Nonami discloses a method (see claim 1 rejection) wherein the 
message is text message (see col. 6, lines 41-52). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2, 4-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nonami in view of Moran, Pub. No. US 2002/0073142. 

Regarding claim 2, Nonami discloses a method as described above (see claim 1 
rejection). 

Although, Nonami discloses a method as described, Nonami does not specifically 
disclose a method wherein the message is a recorded voice message. 

However, Moran discloses a method of storing a message wherein the message is a voice 
message (see abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine both teachings to arrive at the claimed invention. A motivation for doing so 
would have been to facilitate the sending of different kind of messages. 

Regarding claim 4, Nonami discloses a method for performing a one-touch call operation 
using a mobile terminal, comprising the step of: attempting to establish a call connection with a 
counterpart mobile terminal using the mobile terminal (i.e., Nonami discloses a portable phone 
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comprising of a P key serving as "one-touch" dialing key for an instant originating of call to 
already registered phone numbers, and SEND key serving as transmitting/receiving key. Nonami 
further disclosed that upon a transmission operation (SEND key), the formed message is then 
transmitted from the antenna. Thus, one skilled in the art would undoubtedly conceptualize that 
the pressing of the end key characterizes the attempt to establish a call connection) (see col. 2, 
lines 4-8; col. 6, lines 1-5). 

Although, Nonami discloses a method as described, Nonami does not specifically 
disclose a method comprising the step of: if the call connection between the mobile terminal and 
the counterpart mobile terminal is not established, pressing a one-touch call button of the mobile 
terminal, and transmitting a predetermined message to the counterpart mobile terminal using a 
one-touch call processing. 

However, Moran discloses a method (with the service of voice mail or answering 
services, which would present that the destination party's unavailability to receive the call; 
therefore, the call is diverted to voice mail or answering services) wherein a user is able to send a 
pre-recorded message by pressing a particular function key on a telephone handset (see abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine both teachings to arrive at the claimed invention. A motivation for doing so 
would have been to facilitate the sending of messages to the destination party. 

Regarding claims 5-7, Nonami discloses a method as described above (see claim 4 
rejection). 

Although Nonami discloses a method as described, Nonami does not specifically disclose 
wherein the step pressing the one-touch call button of the mobile terminal, includes the steps of: 
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reading out a phone number of the mobile terminal and the predetermined message from a 
memory of the mobile terminal; and simultaneously transmitting the phone number of the mobile 
terminal and the predetermined message to the counterpart mobile terminal. 

However, Moran discloses a method wherein a messaging server is arranged to store one 
or more pre-specified messages, wherein the pre-specified message can be a standard message 
containing the originator's details (i.e., phone number, name) and a request to be called back. 
Moran further discloses the step of receiving an input from a user, indicating that the pre- 
specified message is to be sent to the destination party, and sending the pre-specified message to 
the destination party mailbox (see page 1, paragraphs 8-12). Nonami further discloses, as related 
to claim 6 and 7, a method wherein the predetermined message is a previously voice message or 
text message (i.e., pre-recorded voice or text message) (see abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art to combine both 
arts to arrive at the claimed invention. A motivation for doing so would have been to provide a 
messaging system, which overcomes the tedious routine of repeating one's name, phone number, 
and time of call (see paragraph 3). 

Regarding claims 8-10, Nonami discloses a method for performing a one-touch call 
operation using a mobile terminal, comprising the step of: attempting to establish a call 
connection with a counterpart mobile terminal using the mobile terminal (i.e., Nonami discloses 
a portable phone comprising of a P key serving as "one-touch" dialing key for an instant 
originating of call to already registered phone numbers, and SEND key serving as 
transmitting/receiving key. Nonami further disclosed that upon a transmission operation (SEND 
key), the formed message is then transmitted from the antenna. Thus, one skilled in the art would 



Application/Control Number: 10/646,153 Page 6 

Art Unit: 2681 

undoubtedly conceptualize that the pressing of the end key characterizes the attempt to establish 
a call connection) (see col. 2, lines 4-8; col. 6, lines 1-5). 

Although, Nonami discloses a method as described, Nonami does not specifically 
disclose a method comprising the steps of: if the call connection between the mobile terminal 
and the counterpart mobile terminal is not established, pressing a one-touch call button of the 
mobile terminal for performing the one-touch call operation; and transmitting a phone number of 
the mobile terminal and a predetermined message to the counterpart mobile terminal. 

However, Moran discloses a method (with the service of voice mail or answering 
services, which would present that the destination party's unavailability to receive the call; 
therefore, the call is diverted to voice mail or answering services) wherein a user is able to send a 
pre-recorded message by pressing a particular function key on a telephone handset (see abstract). 
Moran further discloses the step of transmitting a phone number of the mobile terminal and a 
predetermined message to the counterpart mobile terminal (i.e., a messaging server is arranged to 
store one or more pre-specified messages, wherein the pre-specified message can be a standard 
message containing the originator's details (i.e., phone number, name) and a request to be called 
back. Moran further discloses the step of receiving an input from a user, indicating that the pre- 
specified message is to be sent to the destination party, and sending the pre-specified message to 
the destination party mailbox) (see page 1, paragraphs 8-12). And as related to claims 9-10, 
Moran further discloses a method wherein the predetermined message is a previously voice 
message or text message (i.e., pre-recorded voice or text message) (see abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art to combine both 
arts to arrive at the claimed invention. A motivation for doing so would have been to provide a 
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messaging system, which overcomes the tedious routine of repeating one's name, phone number, 
and time of call (see paragraph 3). 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pierre-Louis Desir whose telephone number is 703-605-4312. 
The examiner can normally be reached on (571) 272-7799. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel L. Moise can be reached on (571) 272-3865. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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